Application No. 09/903,768 

Response to Office Action dated March 17, 2004 

REMARKS 

Claim 1 has been amended by incorporating the text of claim 36 into it and by 
specifying that the claimed homopolymers and copolymers of ethylene oxide have a molar 
mass equal to or greater than 10,000 g/moL Support for such amendments exists throughout 
the present specification, particularly at page 5, line 25 et seq. and page 6, line 30 et seq. No 
new matter has been added through these amendments. 

Claims 6-1 1, 13, 15, 34 and 35 have been amended in a grammatical, non-limiting 
manner to ensure that the presence of the compounds specified in these claims is required. 

The dependency of claim 39 has been changed from claim 37 (which has been 
canceled) to claim 1 . 

Claim 41 has been amended by changing the specified range from "70-300" to —70- 
150". Support for this amendment exists throughout the specification, particularly at page 6, 
lines 11-17. 

Claims 36-38 have been canceled. 

Claims 1-11, 13-35 and 39-42 are currently pending. 

The Office Action rejected claims 1-12 and 14-28 under 35 U.S.C. §102 as 
anticipated by U.S. patent 5,591,449 ("BoUens") and/or U.S. patent 6,464,990 (" US 990 "). 
The Office Action also rejected the pending claims under 35 U.S.C. §103 as obvious over 
BoUens , French patent 2,787,027 ("FR027"), US 990 . U.S. patent 6,274,150 (" US 150 ") and 
U.S. patent 6,375,960 (" US 960 "). alone, in combination and/or in further combination with, 
U.S. patent 6,004,566; (" Friedman "), U.S. patent 6,287,377 ("Binns"), U.S. patent 6,569,414 
("Bemecker"), U.S. patent 6,432,439 (" Suzuki ") and/or EP 728460 (" EP 460 "). In view of the 
following comments. Applicants respectfully request reconsideration and withdrawal of these 
rejections. 
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The claimed invention relates to thickened nanoemulsions . Several different 
thickening agents can be used in accordance with this invention. These thickening agents 
must be present in a nanoemulsion thickening effective amount . Among acceptable 
thickening agents are homopolymers and copolymers of ethylene oxide having a molar mass 
equal to or greater than 10,000 g/mol . The claimed invention allows for production of 
thickened nanoemulsions which possess desirable transparency characteristics. None of the 
cited art, alone or in combination, teaches or suggests this invention. 

Regarding the rejections based on BoUens, the Office Action cites col. 7, lines 43-45 
as disclosing that vesicles (oil globules) are 20-500 nm in size, thereby implying that this text 
satisfies the requirement that the claimed oil globules have a number average size of less than 
100 nm. The Office Action also asserts that oil, if present in Bollens' compositions, is inside 
BoUens' liposomes, meaning that the oil is smaller in size than the 20-500 nm vesicles. 
These assertions misinterpret BoUens' disclosure. 

Bollens does not relate to nanoemulsions: it relates to liposomes. Accordingly, col. 
7, lines 43-45 relates to liposome size, not oil globule size. (See, coL4, line 36 et seq. 
preceding col. 7, lines 43-45). Bollens ' liposomes are dispersed within an aqeuous phase. 
(Col. 7, lines 22-27). If oil is also present in BoUens ' compositions, it is present as a separate 
dispersion of droplets which is stabilized by BoUens ' liposomes. (Col. 7, lines 27-29). Thus, 
contrary to the Office Action's assertions, oil is not present inside of BoUens ' liposomes. 
Accordingly, no conclusion can be drawn concerning the oil's size based on the size of 
BoUens ' liposomes. Li fact, when discussing the presence of an oil or oil phase, Bollens does 
not teach or suggest that the oil globules should be of any specific size, let alone that they 
should not exceed 100 nm. Thus, Bollens cannot relate to nanoemulsions. Because BoUens 
does not relate to nanoemulsions, it cannot teach or suggest the claimed invention. 
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The mere happenstance that Bollens' examples use certain homogenization processes 
does not mean that these examples produce nanoemulsions. Bollens states that his 
compositions can be microemulsions. (Col. 3, line 49). Bollens never teaches or suggests 
that his compositions can be nanoemulsions. Accordingly, Bollens does not anticipate or 
render obvious the claimed invention. 

Regarding the rejections based on US 990 , this reference discloses compositions 
containing polyethylene/polypropylene copolymer surfactants such as, for example, 
poloxamers. Such surfactants (1) have much lower molecular weight than is required by the 
claims (for example, Poloxamer 231 has a molecular weight of 2807 and Poloxamer 284 has 
a molecular weight of 3698); and (2) are surfactants, not effective thickening agents. 

Because the claimed invention requires the presence of homopolymers and 
copolymers of ethylene oxide having a molar mass equal to or greater than 10,000 g/moK 
US 990 , which merely discloses the presence of low molecular weight compounds, cannot 
teach or suggest the present invention. Moreover, US 990 does not teach or suggest the 
presence of a nanoemulsion thickening effective amount of the claimed polymers as required 
by the claims. The "effective amount" limitation is a real limitation which must be disclosed 
in the prior art for the pending claims to be unpatentable. Abbot Laboratories v. Baxter 
Pharmaceutical Products, Inc., 67 U.S.P.Q.2d 1191 (Fed. Cir. 2003)("effective amounts" are 
not necessarily disclosed by prior art compositions containing the claimed active ingredient; 
the desired effect must be achieved). Because US 990 does not disclose a nanoemulsion 
thickening effective amount of the claimed polymers but rather merely discloses the presence 
of lower molecular weight compounds in a surfactant effective amount, the reference cannot 
teach or suggest the claimed invention for this reason as well. Accordingly, US 990 does not 
anticipate or render obvious the claimed invention. 
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In view of the above, Applicants respectfully submit that the rejections under 35 

U.S.C. §§102 and 103 based upon BoUens and US 990 are improper and should be 

withdrawn. 

Regarding the remaining rejections under § 103 rejections, these rejections are also 
improper and should be withdrawn. None of the references, alone or in combination, would 
lead one skilled in the art to add the claimed polymers to a nanoemulsion in a nanoemulsion 
thickening effective amount. FR 027 , US 150 . US 960 , Suzuki and EP 460 neither teach nor 
suggest the claimed nonionic polymers. Moreover, these references neither teach, suggest 
nor recognize any benefits associated with adding the claimed water-soluble nonionic 
polymers to nanoemulsions. Thus, these references cannot teach or suggest adding a 
nanoemulsion thickening effective amount of such polymers to nanoemulsions. 

None of the remaining references relate to nanoemulsions, so they cannot compensate 
for these critical deficiencies. None of the remaining references teaches or suggests anything 
about nanoemulsions, let alone adding the claimed water-soluble nonionic polymers to 
nanoemulsions in a nanoemulsion thickening effective amount or any benefits associated 
fi-om such addition. Accordingly, none of these references would motivate one skilled in the 
art to modify nanoemulsions in any way, let alone by adding the claimed nonionic polymers 
to nanoemulsions in a nanoemulsion thickening effective amount with the expectation that 
useful and acceptable nanoemulsions would result, particularly transparent, thickened 
nanoemulsions such as those having the characteristics set forth in claims 39-42. 

In view of the above, Applicants respectfully request reconsideration and withdrawal 
of the rejections under 35 U.S.C. § 103. 

Finally, Applicants respectfully submit that the rejection of claim 41 under 35 U.S.C. 
§ 1 12 as being duplicative of claim 40 has been rendered moot by the above amendments to 
claim 41, and that this rejection should be withdrawn. 
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Applicants believe that the present application is in condition for allowance. Prompt 

and favorable consideration is earnestly solicited. 
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